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DETAILED ACTION 



Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-30, drawn to embedding an electronic publication into a 
television signal, classified in class 725, subclass 51. 

II. Claims 31 and 32, drawn to a television device receiving streamed data 
from the Internet, classified in class 725, subclass 110. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as subcombinations disclosed as usable together 
in a single combination. The subcombinations are distinct from each other if they are 
shown to be separately usable. In the instant case, invention II has separate utility such 
as a television system allowing a user freely access content on the Internet. See MPEP 
§ 806.05(d). 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the 
search required for Group I is not required for Group II, restriction for examination 
purposes as indicated is proper. 
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2. During a telephone conversation with Steven Nichols on 03/28/05 a provisional 
election was made without traverse to prosecute the invention of group I, claims 1-30. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 31 and 32 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 1-6 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claimed television signal of claim 1 consists solely of Nonfunctional 
Descriptive Material. Such "descriptive material" is not a process, machine, 
manufacture or composition of matter. 

See MPEP§ 2106. 

5. To expedite a complete examination of the instant application the claims rejected 
under 35 U.S.C 101 above are further rejected as set forth below in anticipation of 
applicant amending these claims to place them within the four statutory categories of 
invention. 



Claim Rejections - 35 USC § 102 
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6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

7. Claims 1-3, 7-10, 13-17, 20-26 and 28-30 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Hendricks (5,986,690). 

As to claim 1, Hendricks discloses a television signal (column 4, lines 17-25) 
comprising: 

television programming (column 4, lines 6-8 and lines 17-25); and 
an electronic publication (inserted text of a book; column 3, lines 43-48 and lines 
65-67 and column 4, lines 1-4). 

As to claim 2, Hendricks discloses wherein said signal is digital (column 3, lines 
43-48). 

As to claim 3, Hendricks discloses wherein said signal is analog (column 3, lines 
43-48). 

As to claim 7, Hendricks discloses a method of distributing an electronic 
publication (column 4, lines 6-16), said method comprising: 
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incorporating data for said electronic publication in a television signal along with 
television programming (column 3, lines 34-38 and column 4, lines 17-25); and 
broadcasting said television signal to users (column 3, lines 40-43). 

As to claim 8 ? Hendricks discloses receiving said television signal (column 3, 
lines 40-48); and 

extracting said electronic publication from said television signal (column 3, lines 
40-48). 

As to claim 9, Hendricks discloses storing said electronic publication for later 
retrieval (column 7, lines 51-57). 

As to claim 10, Hendricks discloses controlling access and output of said 
electronic publication to a video monitor with a user input device (column 12, lines 18- 
52). 

As to claim 13, Hendricks discloses billing recipients for said electronic 
publication (column 4, lines 45-48). 

As to claim 14, Hendricks discloses ordering said electronic publication (column 
4, lines 45-48). 
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As to claim 15, Hendricks discloses a system for distributing an electronic 
publication, said system comprising: 

a television signal broadcasting headend (operations center; column 3, lines 59- 
67 and column 4, lines 1-16), wherein a television signal broadcast from said headend 
comprises television programming and an electronic publication (column 4, lines 3-25); 
and 

a personal video recorder (library, 262 containing the video connector; Fig. 8) for 
extracting said electronic publication from said television signal for use by a user 
(column 8, lines 5-59). 

As to claim 16, Hendricks discloses wherein said personal video recorder further 
comprises a digital storage device (storage unit, 600) for recording said electronic 
publication (column 8, lines 50-59). 

As to claim 17, Hendricks discloses wherein said digital data storage device is a 
hard disk drive (column 8, lines 61-66). 

As to claim 20, Hendricks discloses a remote control unit (column 16, lines 25- 
29) for controlling said personal video recorder to access and output said electronic 
publication to a video monitor connected to said personal video recorder (column 12, 
lines 18-52). 
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As to claim 21 , Hendricks further discloses wherein said personal video recorder 
further comprises an external data connection for downloading said electronic 
publication to a computer (external book viewer; column 10, lines 37-44 and column 1 1 , 
lines 24-45). 

As to claim 22, Hendricks disclose wherein said broadcasting headend further 
comprises a subscriber billing system (278) for tracking distribution of electronic 
publications and billing recipients for said electronic publications (column 4, lines 45- 
48). 

As to claim 23, Hendricks discloses a system for distributing an electronic 
publication (Fig. 2), said system comprising: 

first means (operations center, 250) for broadcasting a television signal 
comprising both television programming and an electronic publication (column 4, lines 
5-25); and 

second means for receiving said television signal (library, 262 containing the 
video connector; Fig. 8) and extracting said electronic publication from said television 
signal for use by a user (column 8, lines 5-59). 

As to claim 24, Hendricks discloses wherein said second means further comprise 
means for recording (storage unit, 600) said electronic publication (column 8, lines 50- 
59). 
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As to claim 25, Hendricks discloses wherein said means for recording comprise a 
hard disk drive (column 8, lines 61-66). 

As to claim 26, Hendricks discloses wherein said second means further comprise 
a connection to an electronic data network (column 5, lines 9-17). 

As to claim 28, Hendricks discloses means for controlling said second means to 
access and output said electronic publication to a video monitor connected to said 
second means (column 12, lines 18-52). 

As to claim 29, Hendricks further discloses wherein said second means further 
comprises means for downloading said electronic publication to a computer (external 
book viewer; column 10, lines 37-44 and column 1 1 , lines 24-45). 

As to claim 30, Hendricks disclose wherein said first means further comprise 
means (278) for tracking distribution of electronic publications and billing recipients for 
said electronic publications (column 4, lines 45-48). 

8. Claims 1-12, 15, 16, 18-20, 23, 24 and 26-28 are rejected under 35 
U.S.C. 102(e) as being anticipated by Matthews, III et al. (Matthews) (6,631,523). 
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As to claim 1, Matthews discloses a television signal (Fig. 1; column 5, lines 41- 
49) comprising: 

television programming (column 5, lines 41-49 and column 6, lines 21-32); and 
an electronic publication (EPG information transmitted with the television 
programming; Fig. 1, column 6, lines 21-64). 

As to claim 2, Matthews discloses wherein said signal is digital (column 6, lines 
42-44). 

As to claim 3, Matthews discloses wherein said signal is analog ((column 6, lines 
42-44). 

As to claim 4, Matthews discloses wherein said electronic publication comprises 
at least one hyperlink referencing a site on an electronic data network (column 9, lines 
54-67 and column 1 0, lines 1-11). 

As to claim 5, Matthews discloses wherein said electronic publication comprises 
an embedded video clip (column 7, lines 12-20). 

As to claim 6, Matthews discloses wherein said electronic publication comprises 
an embedded audio clip (column 7, lines 12-20). 
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As to claim 7, Matthews discloses a method of distributing an electronic 
publication (Fig. 1; column 5, lines 41-49), said method comprising: 

incorporating data for said electronic publication in a television signal along with 
television programming (EPG information transmitted with the television programming; 
Fig. 1, column 6, lines 21-64); and 

broadcasting said television signal to users (column 5, lines 41-49 and column 6, 
lines 21-32). 

As to claim 8, Matthews discloses receiving said television signal (column 5, lines 
50-54); and 

extracting said electronic publication from said television signal (column 7, lines 
31-40 and column 9, lines 43-54). 

As to claim 9, Matthews discloses storing said electronic publication for later 
retrieval (column 7, lines 31-40). 

As to claim 10, Matthews discloses controlling access and output of said 
electronic publication to a video monitor with a user input device (remote control, 30; 
column 5, lines 50-67). 

As to claim 1 1 , Matthews discloses embedding at least one of a hyperlink 
referencing a data network site (column 9, lines 54-67 and column 10, lines 1-11), a 
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video clip (column 7, lines 12-20) or an audio clip (column 7, lines 12-20) in said 
electronic publication (Fig. 5). 

As to claim 12, Matthews discloses accessing said referenced network site upon 
selection of said hyperlink (column 9, lines 54-67 and column 10, lines 1-11). 

As to claim 15, Matthews discloses a system for distributing an electronic 
publication (Fig. 1 ), said system comprising: 

a television signal broadcasting headend (22; column 5, lines 41-49), wherein a 
television signal broadcast from said headend comprises television programming 
(column 5, lines 41-49) and an electronic publication (EPG information transmitted with 
the television programming; Fig. 1 , column 6, lines 21-64); and 

a personal video recorder (set top, 26) for extracting said electronic publication 
from said television signal for use by a user (column 7, lines 31-40 and column 9, lines 
43-54). 

As to claim 16, Matthews discloses wherein said personal video recorder further 
comprises a digital storage device (Fig. 4, program memory, 96) for recording said 
electronic publication (Fig. 4, 104; column 8, lines 50-60). 
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As to claim 18, Matthews further discloses wherein said personal video recorder 
further comprises a connection to the Internet and an Internet browser (column 7, lines 
15-20 and column 8, lines 60-65). 

As to claim 19, Matthews discloses wherein said electronic publication comprises 
at least one hyperlink referencing a site on an electronic data network to which said 
personal video recorder is connected (column 9, lines 54-67 and column 10, lines 1-11). 

As to claim 20, Matthews discloses a remote control unit (remote control, 30) for 
controlling said personal video recorder (column 5, lines 50-67) to access and output 
said electronic publication to a video monitor connected to said personal video recorder 
(column 5, lines 50-67 and column 8, lines 50-60). 

As to claim 23, Matthews discloses a system for distributing an electronic 
publication (Fig. 1), said system comprising: 

first means (headend, 22) for broadcasting a television signal comprising both 
television programming (column 5, lines 41-49) and an electronic publication (EPG 
information transmitted with the television programming; Fig. 1, column 6, lines 21-64); 
and 

second means for receiving said television signal (set top, 26) and extracting said 
electronic publication from said television signal for use by a user (column 7, lines 31-40 
and column 9, lines 43-54). 
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As to claim 24, Matthews discloses wherein said second means further comprise 
means for recording (Fig. 4, program memory, 96) said electronic publication (Fig. 4, 
104; column 8, lines 50-60). 

As to claim 26, Matthews discloses wherein said second means further comprise 
a connection to an electronic data network (column 9, lines 54-67 and column 10, lines 
1-11). 

As to claim 27, Matthews discloses wherein said electronic publication comprises 
at least one hyperlink referencing a site on said network (column 9, lines 54-67 and 
column 10, lines 1-11). 

As to claim 28, Matthews discloses means for controlling said second means 
(remote control, 30) to access and output said electronic publication to a video monitor 
connected to said second means (column 5, lines 50-67 and column 8, lines 50-60). 



Application/Control Number: 09/813,192 
Art Unit: 2614 



Page 14 



Conclusion 

9. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1.8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 

Trademark Office, Fax No. (703) - on . 

(Date) 

Typed or printed name of person signing this certificate: 



Signature: 



Please refer to 37 CFR 1.6(d) and 1.8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Sheleheda whose telephone number is (571) 
272-7357. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on (571) 272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



James Sheleheda 
Patent Examiner 
Art Unit 2614 



JS 



^ JOHN MILLER 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 




